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Dear Director: 

Patentee hereby petitions under 37 C.F.R. § 1.377 from the decision taken by the U.S. 
Patent Office on September 14, 2009 to hold the above-identified patent expired for failure to 
pay a maintenance fee. The Patentee believes this holding to be in error and respectfully 
petitions that this holding be reversed and the patent deemed unexpired and in force. 

Proof of Service: 

The undersigned hereby certifies, under 37 C.F.R. § 1.248(b)(2), that, on the date given below, a true copy of 
this paper was sent by first class mail (37 C.F.R. § 1 .248(a)(4)) to Edwin H. Taylor at Blakely, Sokoloff, Taylor & 
Zafrnan LLP, 1279 Oakraead Parkway, Sunnyvale, California 94085-4040. 
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This petition is timely under 37 C.F.R. § 1 .377 as filed within two months of the decision taken 
September 14, 2009 to hold the patent in question to be expired. 

The maintenance fee for the patent identified above, was due on August 14, 2009. Just 
prior to that date on August 4, 2009, the Patentee filed a paper with the U.S. Patent & Trademark 

Office of which a copy is attached. 

That paper, filed in connection with the re-examination of the patent, correctly identified 

the patent in question by patent number and by Re-exam control number. The paper also made 
the following statement. "[P]lease charge any fees to Deposit Account 18-0013/40420-0001 
under 37 CFR 1.16, 1.17, 1.19, 1.20 and 1.21." (Office Action Response, filed 8/4/09). This 
passage is highlighted in the attached copy of the paper filed August 4, 2009. 

37 CFR 1.20, "Post issuance fees," which was explicitly referenced above, governs the 
payment of maintenance fees. Consequently, the Patentee believe that this filing on August 4, 
2009 did and should have served as notice as timely payment of the required maintenance fee. 
Specifically, the filing on August 4 5 2009 included explicit instructions to charge the 
maintenance fee due on August 14, 2009 for this patent to the indicated Deposit Account. The 
indicated Deposit Account, both now and at that time, has and had sufficient funds to cover the 
required maintenance fee. 

Therefore, the Patentee respectfully petitions the Director to accept the maintenance fee 
due in this patent as timely filed and, if still necessary, to charge the same to Deposit Account 1 8- 
0013 in the name of Rader, Fishman & Grauer PLLC. The Patentee further respectfully petitions 
the Director to withdraw the premature holding that the above-identified patent has expired for 
lack of the requisite maintenance fee. 
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If any fees are owed in connection with this paper including the petitions fee due under 
37 C.F.R. §1.1 7(g), that have not been elsewhere authorized, authorization is hereby given to 
charge those fees to Deposit Account 18-0013 in the name of Rader, Fishman & Grauer PLLC. 
Patentee hereby further requests under 37 C.F.R. § 1.377 that, should the expiration of the patent 
be found in error, the petition fee due for this petition be refunded to the indicated deposit 
account. 



DATE: 29 October 2009 




Steven L. Nichols 
Registration No. 40,326 



Steven L. Nichols, Esq. 
Managing Partner, Utah Office 
Rader Fishman & Grauer PLLC 
River Park Corporate Center One 
10653 S. River Front Parkway, Suite 150 
South Jordan, Utah 84095 

(801)572-8066 
(801)572-7666 (fax) 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In the Re-Examination of 

U.S. Patent No. 6,275,821 

Sherif Danish et al 

Re-Exam Control No. 90/009,316 

For: Method and system for executing 
a guided parametric search 



Group Art Unit: 3992 



Examiner: B. James Peikari 



Confirmation No.: 8555 



AFTER-FINAL AMENDMENT UNDER 37 C.F.R. §1.116 



Commissioner for Patents 
Mail Stop Amendment 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Dear Commissioner: 



In response to the final Official Action mailed on June 18, 2009, please consider the 



following. 



A Listing of Claims begins on Page 2 of this response. 
Remarks begin on Page 7 of this response. 



Proof of Service: 

The undersigned hereby certifies, under 37 C.F.R. § 1.248(b)(2), that, on the date given 
below, a true copy of this paper was sent by first class mail (37 C.F.R. § 1.248(a)(4)) to Edwin H. 
Taylor at Blakely, Sokoloff, Taylor & Zafman LLP, 1279 Oakmead Parkway, Sunnyvale, 
California 94085-4040. 



/Steven L. Nichols/ 
Steven L. Nichols, Attorney for Patentee 



Date: August 4. 2009 
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IN THE CLAIMS: 

The status and content of each claim follows. 

1 . (original) A method for assisting a user in identifying a subfamily of items 
within a family of items, comprising the steps of: 

(a) providing a computer readable data file of stored information representing at 
least one family of items, said data file identifying at least one alternative for each 
item, 

(b) reading said data file, 

(c) displaying a feature screen indicating said alternatives represented in the 
family, 

(d) accepting a first selection criteria of at least one alternative, 

(e) determining a first subfamily of items wherein each said item in the first 
subfamily satisfies said first selection criteria, 

(f) determining available alternatives represented in the first subfamily, 

(g) revising said feature screen to indicate the available alternatives of the first 
subfamily, 

(h) accepting a second selection criteria comprising the alternative or alternatives 
of the first selection criteria plus at least one alternative selected from the revised 
feature screen, 

(i) determining a second subfamily of items of the family wherein each item in the 
second subfamily satisfies said second selection criteria, 

2 
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(j) determining available alternatives represented in the second subfamily, and 
(k) revising said feature screen to indicate the available alternatives of the second 
subfamily. 

2. (currently amended) The method of claim 1 , in which steps (a)-(k) are 
performed with a server connected to a computer network and communicating with a 
client computer via said computer network, said displaying a feature screen being 
outputting data to said client computer via said computer network representing said 
feature screen to be displayed on said client computer. 

wherein each family has at least one feature associated therewith and further 
comprising the step of 

displaying at least one grouping wherein each said grouping comprises one of said 
features visually related to respective alternatives. 

3. (original) The method according to claim 2 and further comprising the step 

of: 

providing an interactive pointer and displaying information specific to one of said 
features upon a user initiated signal when said pointer is pointing to a feature 
caption on said feature screen. 

4. (original) The method according to claim 2 wherein at least one said 
groupings is hidden from view if all said respective alternatives are not available. 

3 
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5. (original) A method for assisting a user in identifying a subfamily of items 
within a family of items, comprising the steps of: 

(a) providing a computer readable data file of stored information representing at 
least one family of items, said data file identifying at least one alternative for each 
item, 

(b) reading said data file, 

(c) displaying a feature screen indicating said alternatives represented in the 
family, 

(d) accepting a selection criteria of more than one of said alternatives, 

(e) determining the subfamily of items wherein each said item in the subfamily 
satisfies said selection criteria, 

(f) in the event the subfamily comprises zero items, deselecting the most recently 
selected alternative of that selection criteria, 

(g) determining the subfamily of items wherein each said item in the subfamily 
satisfies said selection criteria as modified by the deselection of the most recently 
selected alternative, 

(h) revising said feature screen to indicate the available alternatives of the 
subfamily. 

6. (original) The method of claim 5 wherein each family has at least one feature 
associated therewith and further comprising the step of 

4 
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displaying at least one grouping wherein each said grouping comprises one of said 
features visually related to respective alternatives. 

7. (original) The method according to claim 6 and further comprising the step 
of: 

providing an interactive pointer and displaying information specific to one of said 
features upon a user initiated signal when said pointer is pointing to a feature 
caption on said feature screen. 

8. (original) The method according to claim 6 wherein at least one said 
groupings is hidden from view if all said respective alternatives are not available. 

9. (new) A method for assisting a user in identifying a subfamily of items within a 
family of items, the method comprising the following steps which are performed with a 
server connected to a computer network: 

(a) accessing a computer readable data file of stored information representing at 
least one family of items, said data file identifying at least one alternative for each 
item, 

(b) reading said data file, 

(c) outputting data for a feature screen indicating said alternatives represented in 
the family, said data being output to a client computer via said computer network, 
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(d) receiving and accepting a first selection criteria of at least one alternative from 

said client computer, said first selection criteria being received by said server from 
said client computer via said computer network, 

(e) determining a first subfamily of items wherein each said item in the first 
subfamily satisfies said first selection criteria, 

(f) determining available alternatives represented in the first subfamily, 

(g) revising said data for said feature screen to indicate the available alternatives 
of the first subfamily and outputting said revised data for said feature screen to 
said client computer via said computer network, 

(h) receiving and accepting a second selection criteria from said client computer 
via said computer network, in which said second selection criteria comprises (1) a 
resubmission by said client computer of the alternative or alternatives of the first 
selection criteria along with (2) at least one alternative selected from the revised 
feature screen, 

(i) determining a second subfamily of items of the family wherein each item in the 
second subfamily satisfies said second selection criteria, 

G) determining available alternatives represented in the second subfamily, and 
(k) revising said data for said feature screen to indicate the available alternatives 
of the second subfamily and outputting said revised data for said feature screen to 
said client computer via said computer network. 



6 
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REMARKS 

This is a foil and timely response to the final Official Action mailed June 18, 2009 (the 
"Office Action" or "Action"). Reconsideration of the application in light of the following 
remarks is respectfully requested. 

Examiner Interview: ' 

Patentee wishes to express thanks to both Examiner James Peikari and SPE Jessica 
Harrison for the helpful in-person interview granted to Patentee on July 16 5 2009. At that 
interview, the merits of claim 1 were discussed relative to the cited prior art and, particularly, the 
proper construction of language in the claim. While no final resolution was reached, Patentee 
wishes again to express appreciation for the preparation and helpful comments provided by 
Examiners Harrison and Peikari at that interview. This statement will serve as Patentee's 
summary of the interview as required. 

Claim Status: 

Claims 1-8 were issued in U.S. Patent No. 6,275,821. Re-examination has been granted 
only with respect to claims 1 and 2. Claim 2 has been amended by the present paper. 

A new claim, claim 9, is proposed by the present paper for consideration by the 
Examiner. Claim 9 very closely tracks the language of claim 1 . Consequently, it is not believed 
that claim 9 raises any new issues that are not already under consideration. Rather, claim 9 
includes alternative language that reflects the construction of limitations already present in claim 
1, as discussed at the interview on July 16, 2009. 

7 
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Consequently, claims 1-8 remain patented and in force. Claims 1, 2 and 9 are under 
consideration in this re-examination. 



Prior Art: 

(1) Claims 1 and 2 were finally rejected under 35 U.S.C. § 102(b) as anticipated by Granaki 

et al, A Component Libraiy Management System and Browser, ISI Research Report, ISI/RR-^93- 

386, USC/Information Sciences Institute, April 1993 ("Granaki"). For at least the following 

reasons, this rejection should be reconsidered and withdrawn. 

For convenience, claim 1 is reproduced here. Claim 1 recites: 

A method for assisting a user in identifying a subfamily of items within a family 
of items, comprising the steps of: 

(a) providing a computer readable data file of stored information representing at 
least one family of items, said data file identifying at least one alternative for each 
item, 

(b) reading said data file, 

(c) displaying a feature screen indicating said alternatives represented in the 
family, 

(d) accepting a first selection criteria of at least one alternative, 

(e) determining a first subfamily of items wherein each said item in the first 
subfamily satisfies said first selection criteria, 

(f) determining available alternatives represented in the first subfamily, 

(g) revising said feature screen to indicate the available alternatives of the first 
subfamily, 

(h) accepting a second selection criteri a comprising the alternative or 
alternatives of the first selection criteria plus at least one alternative selected 
fi>om the revised feature screen , 

(i) determining a second subfamily of items of the family wherein each item in the 
second subfamily satisfies said second selection criteria, 

(j) determining available alternatives represented in the second subfamily, and 
(k) revising said feature screen to indicate the available alternatives of the second 
subfamily. 
(Emphasis added). 
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At issue with regard to claim 1 is the meaning of the language of step (h), i.e., "accepting 
a second selection criteria comprising the alternative or alternatives of the first selection criteria 
plus at least one alternative selected from the revised feature screen." In light of the 
specification, Patentee contends that the most reasonable interpretation of this language should 
be "receiving and accepting a second selection criteria, in which said second selection criteria 
comprises (1) a resubmission .of the alternative or alternatives of the first selection criteria along 
with (2) at least one alternative selected from the revised feature screen." (Claim 9) (emphasis 
added). The Patentee has expressly incorporated this definitional language into claim 9. In 
support of this, Patentee notes that claim 1, in an earlier step, recites "(d) accepting a first 
selection criteria of at least one alternative." As used here, the term "accepting," would be 
understood by one of ordinary skill in the art to necessarily include receiving the first selection 
criteria, which is then used to determine a first subfamily in subsequent step (e). 

Consequently, when used again in step (h), the term "accepting" should again encompass 
the act of receiving specified data. And, the data that is being received is expressly identified in 
step (h) of claim 1, i.e., the "second selection criteria comprises] the alternative or alternatives 
of the first selection criteria plus at least one alternative selected from the revised feature screen." 
(Claim 1, step (h)). For at least these reasons, the broadest reasonable interpretation of claim 1, 
step (h) is receiving and accepting a second selection criteria, in which said second selection 
criteria comprises (1) a resubmission of the alternative or alternatives of the first selection criteria 
along with (2) at least one alternative selected from the revised feature screen. 

Additionally, this process is explained in Patentee's specification as follows. "The client 
126 initiates a request to the server 125 for the catalog searching application via the Internet. The 

9 
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server detects the request. Receipt of the request executes the requested application on the server 
125 that permits the user on the client 126 to select a family 1 or subfamily 2." (US 6,275,821, 
col. 18, lines 41-46) (emphasis added). Thus, claim 1 should be read as reciting detecting, 
including receiving, a second selection criteria which includes a retransmission of "the 
alternative or alternatives of the first selection criteria plus at least one alternative selected from 
the revised feature screen." (Claim 1). Consequently, and as will be further explained at length 
below, the specification of Patentee's patent, US 6,275,821, supports only this interpretation of 
claim 1. 

Continuing with evidence from Patentee's specification, Fig. 25 is reproduced below and 
is described as follows. "FIG. 25 is a representation of a server and client configuration and the 
flow of data therebetween" (US 6,275,821, col 5, lines 3-4) (emphasis added). As will be seen 
in Fig. 25, the data submitted to the server is identified as "selection criteria 14." 



1- Yi i "12? 



t2l 



( SERVER 




FEATURE SCREEN STATUS 121 





SCREEMJM 102 
SELECTION CRITERIA 14 
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In describing "selection criteria 14," Patentee's specification states the following. "When 
the user initiates a search via the search pushbutton 208 or a double mouse click, the system 
gathers the selection criteria 14 from the user selectors 16, 23 that are toggled 'on', indicating the 
selected alternatives 37. Using the selection criteria 14, the system searches the family 1 for items 
3 that satisfy the selection criteria 14." (US 6,275,821, col. 8, lines 6-10). After this first iteration 
of the search, "[t]he user may select one or more available alternatives 7 and then initiate a search 
by clicking twice or using the search pushbutton 208. The system performs an identical search to 
the one disclosed hereinabove and revises the feature screen accordingly. By virtue of the fact 
that selected alternatives 37 are added to the selection criteria 14 , the subfamily 2 that satisfies 
the selection criteria 14 necessarily has fewer items 3." (US 6,275,821, col. 8, lines 59-66). 

In other words, whenever a search is initiated, the system gathers all the existing selection 
criteria, both that previous entered and the latest selection(s) made, to constitute the "selection 
criteria 14." The most newly "selected alternatives 37 are added to the selection criteria 14 
(Id.). As shown in Fig. 25, this collection of all existing search criteria, previous and current, i.e., 
"selection criteria 14," is what is transmitted from the client to the server. (See US 6,275,821, 
Fig. 25). In light of this disclosure, one of skill in the art would clearly understand step (h) of 
claim 1 to be reciting a method step including receiving and accepting a second selection criteria 
which includes a retransmission of "the alternative or alternatives of the first selection criteria 
plus at least one alternative selected from the revised feature screen." (Claim 1). 

Additionally, Patentee's specification further states that "[a]s the selection criteria 14 is 
always sent, it may comprise zero selected alternatives 37. It is apparent, therefore, that the 
server 125 sends all of the information necessaiy to define the current subfamily 2 to the client 
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126. The information, therefore, need not be retained in memory on the sei*ver 125." (US 
6,275,821, col. 18, lines 54-59) (emphasis added). This is further evidence that one of skill in the 
art would have understood that "accepting" in step (h) of claim 1 should be interpreted as 
comprising receipt of all previous and current selection criteria so as to be "all of the information 
necessary to define the current subfamily" so that "information, therefore, need not be retained in 
memory on the server 125." (US 6,275,821, col. 18, lines 54-59). 

Patentee's specification further states the following. "The user on the client makes 
selections from among the available alternatives 7 generating a selection criteria different fi*om 
that -which was set [sent] to it. The client 126 initiates a search with the modified selection 
criteria 14. The client 126 sends to the server 125, the ScreenNum 102 value sent to it by the 
server, and the modified selection criteria 14. The server 125 receives the ScreenNum 102 and 
the selection criteria 14. The server 125 executes the search operation as disclosed hereinabove 
using the revised selection criteria and generates the feature screen status 127. The server 125 
sends the feature screen status that has been updated based on the modified selection criteria 14 
to the client 126." (US 6,275,821, col. 18, line 64 to col. 19, line 8) (emphasis added). This 
further makes clear that one of ordinary skill in the art would have understood claim 1 to 
describe, in step (h), the receipt or acceptance of modified search criteria which include previous 
as well as current search criteria. 

While Patentee understands that limitations are not imported from the specification to the 
claims, it is also true that the claims must be construed in light of the specification from the 
perspective of one of ordinary skill in the art. Markman v. Westview Instruments, 1 16 S. Ct 
1384 (1996); McGill, Inc. v. John Zink Co., 736 F.2d 666, 674 (Fed. Cir. 1984); ZMI Corp. v. 
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Cardiac Resuscitator Corp. 884 F.2d 1576, 1580, 6 U.S.P.Q.2d 1557, 1560-61 (Fed. Cir. 1988) 
("words must be used in the same way in both the claims and the specification."). 

In the present case, Patentee respectfully submits that, with a consistent interpretation of 
the term "accepting" in claim 1 as between steps (d) and (h), and in the light cast on the claimed 
subject matter by the portions of the specification described above, one of skill in the art could 
only reasonably construe step (h) of claim 1 as reciting the receipt of a second selection criteria 
which includes a retransmission of "the alternative or alternatives of the first selection criteria 
plus at least one alternative selected from the revised feature screen." (Claim 1). If reviewed in 
light of the specification and the context of the entire claim, any other construction is precluded 
as beyond the broadest reasonable interpretation that would be understood by one of ordinary 
skill in the art. 

Once claim 1 is properly construed, it becomes inescapably clear that the cited prior art 

does not teach or suggest the method claimed. With regard to step (h), the final Office Action 

reads Granacki as follows: "(h) accepting a second selection criteria comprising the alterative or 

alternative of the first selection criteria (the technology attribute "TECH") plus at least one . 

alternative (e.g., the manufacturer attribute "MFR") selected from the revised feature screen 

(note "restriction by multiple attributes (for example, "TECH" {technology} and "MFR" 

{manufacturer}). The list of components can be restricted by an attribute and by as many 

attributes as desired" in Section 7.3)." (Action, p. 4) (emphasis in original). In support, the 

Action cites Granacki at Section 1.3. This section reads, in pertinent part, as follows. 

The user can restrict the list of components at any time by selecting an entry in any 
column. For example, by selecting CMOS in the technology attribute column the user 
restricts the list of components to only those belonging to the class CMOS. The 
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restriction of multiple attributes (for example, "TECH" {technology} and "MFR" 
{manufacturer}) further reduces the list to a set of components that have the attribute 
selected in each column (see Figure 2). Selecting an attribute highlights the particular 
selection and removes the other attributes from the list, components can be unselected by 
clicking again on the highlighted attribute, this rebuilds the lists according to the 
remaining selections, thus the user can move forward and backward in the query process 
till the desired component has been found. This list of components can be restricted by 
any attribute and by as many attributes as desired until a single component is selected. 
(Granacki, p. 4, Sec. 1.3). 

Thus, as clearly described above, the user of the Granacki system selects a first attribute, 

e.g., CMOS in the TECH category, and the system accepts and records that selection. The 

Granacki system then "restricts the list of components to only those belonging to the class 

CMOS." (Id). 

The user of the Granacki system then makes a second selection, e.g. designating a 
manufacturer (MFR). The system then accepts that selection and "reduces the list to a set of 
components that have the attribute selected in each column." (Id). This process taught by 
Granacki, however, is not what is claimed. 

As noted above, claim 1 expressly defines a second selection criteria as "comprising the 
alternative or alternatives of the first selection criteria vlus at least one alternative selected from 
the revised feature screen." (Claim 1) (emphasis added). This second selection criteria, 
comprising both the alternative or alternatives of the first selection plus at least one additional 
alternative, is "accepted" in step (h) of the claimed method. In contrast, Granacki never teaches 
or suggests accepting a new or "second" selection criteria that comprises not only the latest 
selection, but also the alternatives of a previous selection. 

In the example above, which was expressly cited in the final Office Action, Granacki 
teaches accepting a first selection, e.g., CMOS in the TECH category. This allegedly 
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corresponds to step (d) of claim 1 . However, Granacki then teaches that the second selection 
consists only of a single additional attribute, e.g., manufacturer (MFR). Granacki does not teach 
or suggest that the second selection "accepted" by the system comprises both the attributes of the 
first selection round and the attributes of the second selection round. As would be appreciate by 
one of skill in the art, the Granacki system is maintaining a specific session with its user and is 
already in a state reflecting the first selection when the second selection is received and 
"accepted." 

Thus, Granacki fails to teach or suggest the method of claim 1 including "(d) accepting a 
first selection criteria of at least one alternative," and then (h) accepting a second selection 
criteria comprising the alternative or alternatives of the first selection criteria [again] plus at least 
one alternative selected from the revised feature screen." (Claim 1). This subject matter is not 
taught or suggested by Granacki. 

Respectfully, to anticipate a claim, a reference must teach each and every element of the 
claim, and "the identical invention must be shown in as complete detail as contained in the ... 
claim'' MPEP 2131 citing Verdegaal Bros. v. Union Oil Co. of California, 814 F.2d 628, 2 
USPQ2d 1051 (Fed. Cir. 1987) and Richardson v. Suzuki Motor Co., 868 F.2d 1226, 9 USPQ2d 
1913 (Fed. Cir. 1989) (emphasis added). Moreover, "[t]he prior art reference — in order to 
anticipate under 35 U.S.C. § 102 — must not only disclose all elements of the claim within the 
four corners of the document, but must also disclose those elements 'arranged as in the claim.'" 
NetMoneyln v. Verisign, (Fed. Cir. 2008) (quoting Connell v. Sears, Roebuck & Co., 722 F.2d 
1542 (Fed. Cir. 1983)). 
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Clearly, Granacki fails to meet these standards with respect to claim 1 . Granacki simply 
does not teach or suggest a method including "(h) accepting a second selection criteria [where 
that second selection criteria comprises both\ the alternative or alternatives of the first selection 
criteria plus at least one alternative selected from the revised feature screen," (Claim 1). Thus, 
Granacki does not teach or suggest each and every element of the method of claim 1 . Moreover, 
Granacki clearly fails to teach or suggest the method of claim 1 in as complete detail as recited in 
claim L Finally, Granacki clearly fails to teach or suggest all the elements of claim 1 "as 
arranged in the claim." (Id). For any and all of these reasons, the rejection of claim 1 based on 
Granacki should be reconsidered and withdrawn. 

Moreover, because Granacki fails to teach or suggest the "second selection criteria" of 
step h, which includes previous and current search criteria, Granacki also cannot teach or suggest 
the following steps of the method including "(i) determining a second subfamily of items of the 
family wherein each item in the second subfamily satisfies said second selection criteria." 
(Claim 1, step i) (emphasis added). Granacki also cannot teach or suggest "(j) determining 
available alternatives represented in the second subfamily, and (k) revising said feature screen to 
indicate the available alternatives of the second subfamily." (Claim 1, steps j and k). 

Again, "[a] claim is anticipated [under 35 U.S.C. § 102] only if each and every element as 
set forth in the claim is found, either expressly or inherently described, in a single prior art 
reference." Verdegaal Bros. v. Union Oil Co. of California, 2 U.S.P.Q.2d 1051, 1053 (Fed. Cir. 
1987). See M.P.E.P. § 2131. Therefore, for at least the reasons explained here, the rejection 
based on Granacki of claims 1 and 2 should be reconsidered and withdrawn. 
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(2) The Request for Re-Examination in this matter and the recent Office Action cited three 
other prior art references under consideration. As identified in the recent Office Action, these 
reference are as follows. 

(a) The Nisus Compact Manual (of record); 

(b) Davis (of record); and 

(c) Bemers-Lee (of record). 

The Patentee has studied each of these references and finds that none of them, in any 
combination, teach or suggest the novel aspects of claim 1 as explained above. This subject 
matter is simply beyond the prior art of record. 

Patentee further notes that the novel aspects of claim 1 were appreciated by the Examiner 
who issues the patent in question in the first place and were among the reasons for allowance. 
Patentee refers to p. 5 of the amendment filed July 11, 2000 in the prosecution of U.S. Patent No. 
6,275,821 . 

It is clear that the novel features of claim 1 have not been appreciated by the Requestor in 
this Re-Examination. Accordingly, the Patentee respectfully requests prompt withdrawal of the 
current Office Action, confirmation of claims 1-8 of the patent in question and allowance of new 
claim 9. 
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New Claim: 

As noted above, a new independent claim, claim 9, is proposed by the present paper. 
Claim 9 essentially repeats the language of claim 1 with some explicit clarification to avoid the 
interpretation issues addressed above. 

The express language of proposed claim 9 is used above as a description of the correct 
interpretation for the language of original claim 1. Thus, claim 9 is clearly patentable over the . 
cited prior art for at least the same reasons given above in favor of claim 1 . Therefore, entry, 
consideration and allowance of claim 9 are respectfully requested. 

Entry and consideration of this amendment are proper under 37 C.F.R. § 1.1 16 for at least 
the following reasons. The present amendment merely adds a claim of comparable scope to the 
original claims and thus does not raise any new issues. Moreover, the proposed new claim 
makes only those changes suggested by the Examiner to place such a claim in condition for 
allowance over the prior art at issue. Therefore, entry of the present amendment is proper under 
37 C.F.R. § 1.116 and is hereby requested. 

Litigation Status: 

As indicated in the report attached to the Order Granting Request for Ex Parte 
Examination, the patent in question is currently being asserted in a lawsuit by the patent owner. 
Originally, Case No. 2007cv440, Partsriver, Inc. v. Shopzilla, Inc. et al., was filed in the U.S. 
District Court for the Eastern District of Texas. 

At the present time, the case has been moved on venue grounds to the California Northern 
Federal District Court, Case No. :2009cv0081 1. A hearing on various summary judgment 
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motions in the case was held July 16, 2009. One basis for summary judgment argued at the 
hearing is that the patent is invalid due to an offer for sale more than one year prior to the filing 
of the priority parent patent application. Evidence regarding this issue was submitted in affidavit 
form during the original prosecution of the present patent. In the interests of complete 
disclosure, Patentee has filed herewith an Information Disclosure Statement to make of record 
the motion and related documents presented at the July 16 hearing. 
The court has not yet issued any decisions from the hearing. 

Conclusion: 

In view of the foregoing arguments, all claims are believed to be in condition for 
confirmation over the prior art of record. Therefore, this response is believed to be a complete 
response to the Office Action. However, Patentee reserves the right to set forth further 
arguments in future papers supporting the patentability of any of the claims, including the 
separate patentability of the dependent claims not explicitly addressed herein. In addition, 
because the arguments made above may not be exhaustive, there may be reasons for patentability 
of any or all pending claims (or other claims) that have not been expressed. 

The absence of a reply to a specific rejection, issue or comment in the Office Action does 
not signify agreement with or concession of that rejection, issue or comment. Finally, nothing 
in this paper should be construed as an intent to concede any issue with regard to any claim, 
except as specifically stated in this paper, and the amendment of any claim does not necessarily 
signify concession of unpatentability of the claim prior to its amendment. Further, for any 
instances in which the Examiner may wish to take Official Notice in the Office Action, Patentees 
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expressly do not acquiesce to the taking of Official Notice, and respectfully request that the 
Examiner provide an affidavit to support any such Official Notice in the next Office Action, as 
required by 37 CFR 1.104(d)(2) and MPEP § 2144.03. 

If the Examiner has any comments or suggestions which could place this application in 
better form, the Examiner is requested to telephone the undersigned attorney at the number listed 
below. 

If any fees are owed in connection with this paper that have not been elsewhere 
authorized, authorization is hereby given to charge those fees to Deposit Account 18-0013 in the 
name of Rader, Fishman & Grauer PLLC. 

Respectfully submitted, 

DATE: 4 August 2009 /Steven L. Nichols/ 

Steven L. Nichols 
Registration No. 40,326 

Steven L. Nichols, Esq. 
Managing Partner, Utah Office 
Rader Fishman & Grauer PLLC 
River Park Corporate Center One 
10653 S. River Front Parkway, Suite 150 
South Jordan, Utah 84095 
(801) 572-8066 
(801) 572-7666 (fax) 
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7. A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, or 
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to 
recommend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and 
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this 
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make 
determinations about individuals. 

8. A record from this system of records may be disclosed, as a routine use, to the public after either publication of the 
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may be 
disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an application 
which became abandoned or in which the proceedings were terminated and which application is referenced by either a 
published application, an application open to public inspections or an issued patent. 

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law 
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation. 
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